10/17/2005 14:04 FAX 717 237 5300 



MCNEES WALLACE S NURICK 



121011/019 



U.S. Palcnt Appticiilioji No. 09/900,684 
Attorney Docket No. 13DV 15928 (07783-0076) 

REMARKS 

The Office A<:lion nnnlcd August 3 1, 2005 ha.s been received and carcfuJiy considered. 
As of the Office Action, claims 1-20 were pending. Claims 1,3,5 and 1 8 arc amended. Claims 
2 and 4 arc cancelled. Claims I, 3, 5-10, and 12-20 stand rejected under 35 U.S,C. § 103(a) as 
unpatentable over U,S. Publication 2003/01403 1 5 to Blumberg, ct al. (Blumbcrg) in view of 
Official Notice. Claim 1 i stands rejected under 35 U.S.C. §1 03(a) as unpatentable.ovcr 
Blumbcrg in view of Official Notice and further in view U.S. Patent 6,224,387 to Joncii (Jones) 
and Internet Printing Solution.s. Claims K 12 and 18 are independent. 
L Amendments (o the vSpccificatian . 

11ic Examiner has objected to the Specification because the abstract contains 152 words, 
in excess of the guidelines set foith in MPEP §608.01 (b) of 1 50 words. The abstract has been 
amended to limit the word total to 1 50 words; it is beiicvcd that the amendment ovcrcoincs the 
objection, 

II, Anicndnicnls to the Chiinis ^ 

Claims I -1 1 arc objected to in light of a grammatical cn-or found in independent claim L 
Applicants thank the Examiner for pointing out this error; claim 1 has been amended to correct 
the error in a manner that is believed to overcome the objection. Claim 1 is also amended to 
incorporate limitations previously found in claims 2 and 4, while claims 3 and 5 have been 
amended to reflect proper dependency. Claim 1 S is also amended. Support lor the an>endmcnts 
is found throughout the specification and claims as originaUy filed; no new matter is presented. 

III. Reicctiun ufulcr 35 H.S,C, S 103(a) . 

Claims L 3. 5-10, and 12-20 stand rejected under 35 U.S.C. §1 03(a) as unpatentable over 
Blumbcrg in view ofOfficiai Notice. Claim 1 1 stands rejected under 35 U.S.C. § 1 03(a) as 
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unpatenlciblc over Blumberg in view orofficiul Notice and ftirtlier in viuvv Jones and internet 
Printine Solutions. Applicants respectfully traverse the rejections. 

As Slated by the Federal Circuit, ''o proper analysis under 35 U.S.C. § 103 requires, inter 
alia, consideriilion of two factors: ( t ) vvhetlier the prior art would Jiave suggested to those of 
ordinary skill in the art that they should make the claimed composition or device, or carry out tlic 
clainicd process; and (2) whether the prior art would also have revealed that in so making or 
carrying out, those of ordinary skill would have a reasonable expectation of success/' /// re 
Vacck, 947, F.2d4S8, 493 (Fed. Cir. 1991), In atidilion, the prior art refcrence(s) must teach or 
suggest all of the claim limitations. The leaching or suggestion to combine and the reasonable 
expectation of success must both be found in the prior art, and not in Applicant*^ disch)surc, 
Ul at 493. Sec also M.P.E.P. § 2142. 

As understood by Applicants, Bhimberg is directed to a method for creating and viewing 
content to be printed, including the steps of receiving an electronic documem, selecting finishing 
options for the document and displaying how the elecironic doc;imcnt would look in printed 
form. A^fter the iinishing options of the document are selccied, a user may order a prescribed 
number of copies, the order then being prioritized and routed to a piint service provider. 

A. CIrtimx 1.3. 5^10, and 12-20 

Claims 1,12 and 1 8 iwc independent. In making the rejections, the Examiner has 
acknowledged thai Blumberg fails to icach several features of the claimed invention. Apparently 
unable to find any other prior art reference that overcomes these dellciencies, the Examiner 
primarily relics on Official Noiice in rejecting the claims. As a basis for the rejections, the 
Examiner simply asserts numerous fcalurcs arc "well-known." "Well-known" is nol a statutory 
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calcfiory of prior art. The MPEP explicitly states that Official Notice i$ permissible only in very 

limited circumstances - none ol* which are present Iktc. 

Ofllcial notice without dociimentury evidence to support an examiner's conclusion 
is permissible only in some circumstances. ,,0(11 cial notice unsupported by 
documentary evidence should only be taken by the examiner where the facts 
asserted to be well-known, or to be common knowledge in the art are capable of 
instant and unquestionable demonstration as being well-known. MPEP 2144.03. 

Claim I includes the limitation.s (1) an application including means for retrieving status 
information irom the database on a copy reproduction request by a user accessible on a first 
client computer and (2) a second client computer communicating with the database to access the 
storctl information on copy rq-^rod action requests in the database. Similarly, claim 12 also 
includes the limitation of an application including means for retrieving status information from 
the database on a copy reproduction request. The Examiner acknowledges Hlumberg fails to 
tench all of tiicsc limitations. The Examiner instead relies on Official Notice to conclude that 
each of these features arc individually well known in the ait (see OHlce Action at pgs. 3-5 and 9- 
1 ]), but withoul even providing a basis why each of the "wctl-known" features would also be 
obvious in combination with one another, 

Clain'JS 1 and 12 also each include the limitation of an additional application accessible 
by a copy reproduction service provider, also acknovvicdgcd as not taught by Blumberg. 
Howevcn-, ihe Examiner here further relics on Oflicial Notice, stating that it is "well-known" for 
other clieiMs to liave applications, thus bootstrapping Ihc lirst instance of OITicial Notice that a 
second client computer (acknowledged as not taught by Blumberg) might exist, to then take 
secondary Official Notice of what applications would be on or accessible by the second client 
computer not Lauglit by Blumberg. 
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The Hxaminer has essentially used Official Notice lo conslrucl a non-cxislcnt prior art 
reference out of whole cloth that is now said to tciich or suggest all of the iimilulions ol' 
Applicants' claimed invention. Not only is this improper under the Patent Office's strict 
guidelines for use of Official Notice, but il ^dso fails the axiomatic requirement that the claimed 
invention must be viewed taken as a whole in light of the prior ait. "in view of all factual 
information, the examiner nujst then make a determination whether the claimed invention 'as a 
whole* would have been obvious" to one of ordinary skill in the art at the time the invention was 
made. MPEP 2 142. 1'hat is, even if the Examiner had a single, actual prior art reference that 
taught all that is now said to be officially noticed, without some suggestion to combine the 
teachings of that relcrenee with Blumberg. the Kxaminer would be doing noticing more than 
selecting features from a laundry list of known components to re-conslrucl Applicants' clain>ed 
invention. Hindsight rationalization in liglit of the disclosure of the specification being examined 
is not pcmiittcd. MPEP 2143 and 2143.01 . U is well established that "impermissible hindsight 
must be avoided and the legal conclusion must be reached on the basis of the facts gleaned from 
the prior art." MPI:P2142. 

Only by looking at Applicants' own disclosure does one find any suggestion to odd 
various features not present in Blumbcrg that ultimately result in Applicants' claimed invention. 
As already noted, the added features admitted by the Examiner as not found in Blumbcrg arc not 
even asserted to be found in another prior art reference, but arc merely stated by the p-T^aminer to 
be "well'known.'* 

Applicants llirther traverse the Exajniner's rejection on the basis that the Examiner 
appears to have incorreetly stated the time at which even properly cited "well-known" elemcjUs 
must be analy/ed. Specifically, the Examiner uses the present tense in the Office Action in 
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describing, for example, that "second clients for enabling scn^icc providers to access information 
from tlicir servers are wci! known." Office Action at 5 (emphasis added). Based on this present 
iiixy analysis of what is now known, the Examiner then concludes that "it would have been 
obvious to one of ordinary skill in the art of electronic commerce at ilw time of-applicant's 
invention Id. (emphasis added). 

Tlie Examiner*?* analysis is thus flawed because it uses what is known now as the basis of 
what was known at the time of filing. 'To reach a proper determination under .35 U.S.C. 103> the 
examiner must step backward in lime and into the shoes worn by the hypothetical 'person of 
ordinary skill in the arf when the invention was unknown and just beibre it wajs made/' MPEP 
2 J 42. Applicants respectfully submit that one cannot necessarily say that everything the 
Examiner has alleged is currently well-known in the art was also well known wlien the 
Application was liled, now well over four years ago. 

Finally^ the Exaniincr fails to identify any leaching in Blumberg that would provide o 
jnotivation to combine any of the 'Vell-known" features with Blumbcrg. Rather, it appears that 
because the Examiner takes the position that because the Icatures are alleged lo be well-known, it 
automatically follows that incorporating them into Blumberg is necessarily obvious, even 
withoul any molivatioi^ in Bhiml>erg that those features be included. 

For at least these reasons, claims 3 and 12 are believed to be allowable and the rejection 
should be withdrawn. 

Tlie problems with the Examiner's Official Notice arguments are further illustrated by 
looking more closely at the claims which depend from claims 1 and 12. Byway of example 
only, with respect to claim 5, the Examiner admits that "Blumberg does not disclose an 
additional ser\'er computer connected to the second client computer (which llie Examiner has 
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already admitted is not Uuiglu by Blunibcrg), the additional server computer comprising a storage 
device U) store the additional application for proccsijing copy reproduction requests," With 
respect to claim 6 - which depends from claim 5 - the Examiner admits that "Blumberg does not 
disclose means for a copy reproduction service provider to provide aiitlicntication infonnation lo 
access the additional application for processing copy reproduction requests stored on the 
additional server computer." Tlixis, it is apparent that the Examiner admits that Blumberg fails to 
leach several other limitations of Applicants' claimed invention as found in the dependent claims. 
With respect to claim 6, for example, counting up all of the features that ihc Examiner admits are 
not taught by Blumberg shows that no less lhan //vtr elements of that claim are admittedly not 
tauglit by the prior art of record, 

l^'or the same reasons as already discussed in more detail above that, absent reference to 
ApplicaiUs' own patent application, one would not an-ivc at the broader independent claims 1 and 
12, even more unlikely is that one of ordinary skill in the art would continue to coml>ine still 
more "well-known" features to eventually arrive at Applicanis' chiinicd invention as found in 
each of the dependent claims. Thai is, even assuming, arguendo, each of the elements asserted 
to be "well-known" were just thcit, the specific arrangement of all of those '\vell-kiiown" features 
exactly as found in Applicants' claimed invention does not axJtomatietdly follow, unless one 
impermissibly uses the Application as a starting point and works backwards. 

Likewise, the Explanation of Rejection for each of dependent claims 7, 8, 9, 10, 14, 15, 
16 and 17 also begins with an adjnission by the Examiner that Blumberg fails to leach the 
limitations of these claims, followed only by an assertion of Official Notice thai the limitations 
discussed in each claim are 'Veil-known." 
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With respect to claim 18, it includes the limitation "clianging tlic order request, by :i user, 
including updating the stotus infonnaiion in the database for a copy reproduction request," As 
discusiic^ in the Specification, one feature of Applicants' claimed invention is the ability ofthe 
user to update the status, for example, by updating the status to '^cancelled." See Application at 1| 
[0034], which feature is not tauglit or suggested by Blumberg. 

For at lea.st these reasons, claim 18 is believed to be allowable and the rejection should be 
withdrawn. 

Claims3.5"IO, I3-I7and 19-20 all depend from claims I, 12 and IS. Thus, all of these 
claims are also believed to be allowable and the rejection should be withdrawn. 
Claim n 

Claim [ 1 depends from claim K Jones and Internet Printing Solutions arc believed to be 
cited by the Examiner only for their teaching of various forms of document reproduction and 
both fail to overcome the dellciencics nf Blumberg. ' Furthermore, Blumberg is specifically 
directed to displaying a docun)cnt electronically as it would appear in printed form. F31umberg. 
Abstract. Thus, there would be no motivation to reproduce the electronic docun)ents of 
Blumberg on a CD-ROM, since the whole point of Blumberg is to help visualize how the 
document will look once it is finally printed out, which would be of little use to a document that 
was to be reproduced in electronic form. As a result, claim 1 1 is also believed to be atlowabJe 
for at least the same reasons as already prescnttxl and this rejection should also be withdrawn. 
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CONCLUSION 



For at )ca.st the foregoing reason^;, Applicants respectfully request reconsideration oflhc 
Application and withdrawal of the outstanding rejections. Applicants respectfully submit that 
each ofpcnding claims 1 , 3, and 5-20 is not rendered obvious by Blumberg, alone or in 
combination with Jones and Internet Printing Solutions, and thus, all are in condition for 
allowance. Applicants request allowance of all pending claims in a timely manner. If the 
Examiner believes that prosecution of this Application could be expedited by a telephone 
conference, the Examiner is encouraged to contact the Applicants' undersigned representative. 

TItis Response has been filed within three jnonths^ of the mailing date of the Office 
Action and it is believed that no fees axe due wilh the filing of tins paper. In the event that 
Applicants are mistaken in their calculations, the Commissioner is authorized to deduct any fees 
dclei-mincd by the Patent Office to be due from the undersigned's Deposit Account No. 50-1059. 

Date: October 1 7, 2U05 Respectfully submitted, 




MCNEES WALLACE «fe NURICK LLC 
Attomeys lor Appticanls 
By: ^ 



Shawn K. Leppo, Reg. No. 50,311 
P.O. Box 1166 
100 Pine Street 

Harrisbxjrg, Pennsylvania 1710S 
Direct Dial: (71 7} 237-5218 
Facsimile: (717)237-5300 
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